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DETAILED ACTION 

Election/Restrictions 

The inventions are distinct, each from the other because of the following reasons: 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-18, drawn to a pivotable light fixture, classified in class 362, 
subclass 364. 

II. Claim 19-22, drawn to a firebox for containing a light fixture, classified in 
Class 52, subclass 27. 

2. The inventions are distinct, each from the other, because of the following 
reasons: 

3. Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed. The subcombination has separate utility, 
5. During a telephone conversation with attorney of record, Mr. Shakir, on April 20, 
2006, a provisional election was made without traverse to prosecute the invention of I, 
Claims 1-18. As such, Claims 19-22 are withdrawn from further consideration be the 
Examiner. 37 CFR 1.142(b) as being drawn to a non-elected invention. 
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Drawings 

6. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the following must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

1) Said pin extending below said flange prior to assembly of said ceiling plate 

per at least Claim 6. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 10 recites the limitations "said unexposed surface" in 
Line 2 and "said support position" in Line 2. There is insufficient antecedent basis for 
these limitations in the claim. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, 8, 10 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by JAMISON ET AL. (US 6,461,016), which discloses a light fixture for installation in a 
ceiling (10) comprising: 

• A can (22) positioned adjacent a junction box (1 8), said can having a first 
end substantially positionable in said ceiling and a second end having a 
flange adjacently positionable against an exposed surface of the ceiling 
about an orifice in said ceiling which said can extends (Figs. 7, 8 and 15); 

• A lighting unit removable engageable with said junction box (32, Fig. 8); 
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• Sole retaining means for retaining said can in said ceiling, disposed on 
said can, accessible through said can from the exposed surface and 
adapted for clamping engagement against said exposed surface (82, Figs. 
8 and 9); 

• A ceiling plate member rotatingly removably and securely engageable with 
said flange to provide an exterior trim to the light fixture (Fig. 8 illustrates 
trim element 146 of 20; Figs. 10 and 11 illustrate rotating engagement 
element 162 of 20); and 

• A reflector having an ellipsoidal geometry that is removably engageable 
with said can and capable of producing a lighting efficiency of at least 84% 
.(20, Figs. 10 and 11 illustrate removable nature). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over JAMISON 

ET AL. (US 6,461 ,016) as applied to claim 1 above, and further in view of LIBERMAN 

(US 3,778,609). JAMISON discloses the claimed invention, but does not disclose a 

light unit that pivots from a first, angled position relative to a junction box to a second, 

substantially horizontal position. However, while pivoting light units are notoriously 
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known in the art, JAMISON teaches a pivoting light unit (23, Fig. 4) for the purpose of 
providing an adjustable recessed lamp (Column 1, Lines 10-26). 

10. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use the adjustable lamp as taught by 
LIBERMAN in order to provide a lamp with increased versatility. 

1 1 . Claims 3-6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
JAMISON ET AL. (US 6,461,016) and LIBERMAN (US 3,778,609) in view of DASHER 
(US 2,816,216). JAMISON and LIBERMAN substantially disclose the claimed invention 
including a pivoting lamp unit (LIBERMAN 23), but do not disclose: (1) a lighting unit 
that pivots under gravity in response to the detachment of a ceiling plate to a flange per 
Claims 3 and 4; or (2) a pin extending below said flange prior to assembly and attached 
to a socket holder for controlling the positioning of the lighting unit per Claims 5 and 6. 
However, DASHER teaches a pin assembly that connects a flange to a ceiling plate (20, 
Fig. 2) that controls the pivoting of a socket holder (6/24, Fig. 2) for the purpose of 
controlling the positioning of the lighting unit (Column 1, Line 72-Column 2, Line 6). 

12. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use the pin assembly as taught by DASHER 
in order to provide simplified mechanical means for allowing a lighting unit to pivot, thus 
providing a light unit with increased versatility. 

13. Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JAMISON ET AL. (US 6,461 ,016) in view of WOLF ET AL. (US 6,457,848). JAMISON 
discloses the claimed invention, but does not disclose retaining members disposed on 
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said flange and movable from an insertion position lying adjacent said can for 
installation to a support position extending outwardly from said can to support the can. 
However, WOLF teaches retaining members (36) that operate as claimed for the 
purpose of simplified installation of a light unit (Column 5, Lines 19-52). 

14. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use the retaining members as taught by 
WOLF in order to provide simplified installation of a light unit. 

15. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JAMISON ET AL (US 6,461,016) in view of CHAN ET AL (US 5,222,800). JAMISON 
discloses the claimed invention, but does not disclose hanger supports integrally formed 
into said junction box for receiving support hangar bars for attaching said light fixture to 
a ceiling. However, CHAN teaches hangar supports (59) for the purpose of mounting a 
light fixture to a ceiling (column 7, Lines 1-33). 

16. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use the hangar bars as taught by CHAN in 
order to support a light fixture. 

17. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JAMISON ET AL. (US 6,461 ,01 6) in view of applicant's admitted prior art. 
JAMISON discloses the claimed invention, but does not specify whether the light unit is 
airtight or has air vents. However, applicant admits that it is known and subject to 
regulations to manufacture light units that are airtight or having air vents for the purpose 
of energy conservation. 
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18. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use an airtight light unit as taught by applicant 
in order to provide optimal disposal of energy. 

19. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JAMISON ET AL. (US 6,461,016). JAMISON discloses the claimed invention including 
a reflector (20) and junction box (32), but does not disclose a reflector thatjis integral 
with a junction box. However, it has been held that forming in one piece an article 
which has formerly been formed in two pieces and put together involved only routine 
skill n the art. Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 

20. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use an integral reflector and junction box for 
the purpose of increasing ease of assembly. 

21. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JAMISON ET AL. (US 6,461,016) in view of WOLF ET AL. (US 6,457,848). 
JAMISON discloses the claimed invention, but does not disclose a ballast slideably 
attachable inside a junction box. However, WOLF teaches a ballast (118) slideably 
attachable inside a junction box (Fig. 2) for the notoriously known purpose of regulating 
electricity to fluorescent/discharge lamps. 

22. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify JAMISON and use the ballasts as taught by WOLF in order 
to regulate a fluorescent/discharge bulb. 
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Allowable Subject Matter 

23. Claim 7 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

24. The following is a statement of reasons for the indication of allowable subject 
matter: no prior art of record discloses or otherwise suggests a lighting fixture with a pin 
as claimed with emphasis on "...a pin attached to said socket holder... said pin 
extending] below said flange prior to assembly... said ceiling plate contacting] said pin 
during attachment of said ceiling plate with said flange and caus[ing] said lighting unit to 
pivot..." 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

25. PELTON (US 6,779,910) discloses a pivotable light fixture. 

26. TARGETTI (US 5,609,408) discloses an adjustable lighting apparatus. 

27. DRUFFEL ET AL. (US 4,947,297) discloses a pivotable light fixture. 

28. DUCHENE ET AL. (US 2,998,512) discloses a pivotable light fixture. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam C. Rehm whose telephone number is 
571.272.8589. The examiner can normally be reached on M-F 9-5:30 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sandra O'Shea can be reached on 571.272.2378. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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4/20/2006 




Thomas m.sember 
primary examiner 



